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DETAILED ACTION 

Claim Rejections - 35 USC § 112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 9-15 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

■ Claims 9-1 3 are system (apparatus) claims, yet they set forth apparent 
method steps rather than structure or components configured with certain 
capabilities. It is unclear what structure is being claimed that is capable of 
performing the claim language. 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful Improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

4. Claims 9-15 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

■ Claims 9-15 are rejected under 35 U.S.C. 101 because the claimed invention 
is directed to non-statutory subject matter. These system (apparatus) claims 
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appear to include human beings - program administrator, retailer and a 
respondent connected to a message generator. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

6. Claims 1-6, 9-14 are rejected under 35 U.S.C. 102(e) as being anticipated by 
van der Riet (US71 58943). 

Regarding claims 1-4, 11-13, van der Riet teaches a system that stores user 
profiles, presents retailers' advertising targeted to users based on their profiles, 
provides loyalty cards to users for enabling their online and offline shopping to be 
tracked after exposure to an advertisement, and calculates advertising effectiveness for 
the retailers according to ad exposure and associated purchasing [abstract, columns 5- 
6]. 

Regarding claim 5, it is inherent that the on-going operation of van der Riet 
includes repeated targeting of effective ads. 



Application/Control Number: 10/072,647 Page 4 

Art Unit: 3622 

Regarding claims 6, 14, the ability to measure the effectiveness for an ad in 
association with purchase data is taken to include at least capture of the item purchased 
in the consumer transactions. 

Regarding claims 9, 10, the system of van der Riet is capable of serving many 
different retailers and is taken to be an third party/administrator system. The ads are 
stored in ad database in association with retailer-defined criteria [13:27-29]. 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this OfTice action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claims 7, 8, 15 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over van der Riet. 

Regarding claims 7, 8, van der Riet teaches that targeted advertising can be sent 
to the consumers anywhere, anytime via their PC [15:15-16], yet van der Riet does not 
appear to mention the use of email. Official Notice is taken that it Is well known for 
online shopping/advertising systems to include capture of user's email addresses upon 
registration so that advertising and offers can be sent to the user via email. It would 
have been obvious to one of ordinary skill at the time of the invention to have 
communicated the targeted advertising of van der Riet to users using email, as this is a 
cheap and efficient means of delivering text/image-based advertising and offers. 
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Regarding claim 15, van der Riet teaches that the loyalty purchasing card which 
identifies the purchasing consumer is scanned during a transaction [19:41], yet there is 
no specific mention of the technology used. Official Notice is taken that magnetic stripe 
cards and bar-coded cards are typically provided as loyalty cards and it would have 
been obvious to one of ordinary skill at the time of the invention to have provided either 
technology as a means of easily scanning the card to identify the consumer. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jeffrey D. Carlson whose telephone number is 571-272- 
6716. The examiner can normally be reached on Mon-Fri 8a-5:30p, (work from home 
on Thursdays). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eric Stamber can be reached on (571)272-6724. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Patent Application Information Retrieval (PAIR) system. Status information for 
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Status information for unpublished applications is available through Private PAIR only. 
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